THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Before KIMLIN, ELLIS and ONENS, Adm nistrative Patent Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of

claims 1-9, which are all of the clains remaining in the

appl i cation.

! Application for patent filed July 21, 1993.
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THE | NVENTI ON

Appel lants’ clainmed invention is directed toward a
process for preparing a reaction product containing nethyl ene
di phenyl am ne. Appellants react aniline and fornal dehyde in
the presence of an acid catal yst, and reduce the acid | evel of
the reaction m xture during digestion of the reaction
m xture.? Appellants also claimthe product made by the
process. Clains 1 and 9 are illustrative and read as foll ows:

1. A process for preparing a reaction product
cont ai ni ng net hyl ene di phenyl am ne, conprising reacting
ani | i ne and fornmal dehyde in the presence of catalyst;

reducing the acid |level of the resulting reaction m xture
during digestion of the reaction m xture, and foll owed by
conpletely neutralizing the reaction product after digestion.

9. A reaction product conprising nethyl ene

di phenyl am ne which is prepared by the process of claim1l.

THE REFERENCE

Bolton et al. (Bolton) 5, 286, 760 Feb. 15, 1994
(filed Cct. 9,

2 Appel lants state that “[b]y the term‘digestion’ is
neant the stage at which the internedi ate am nobenzyl am nes
rearrange to form net hyl ene di phenyl am nes and pol ynet hyl ene
pol yphenyl am ne” (specification, page 4, lines 19-22).
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1992)

THE REJECTI ONS

The clains stand rejected as follows: clainms 1-9 under
the judicially created doctrine of obviousness-type doubl e
patenting over clainms 1-9 of Bolton; clainms 1-9 under 35
U S.C. 8 103 over Bolton; and claim9 under 35 U S.C. § 102(e)
as anticipated by or, in the alternative, under 35 U S. C
8 103 as obvi ous over Bolton.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with the
exam ner that the reaction product recited in appellants’
claim9 is anticipated by and obvi ous over Bolton, and obvious
over Bolton’s claim9. Accordingly, we sustain all of the
af orenentioned rejections of claim9. W agree with
appel l ants, however, that the rejections of clains 1-8 are not
wel | founded. W therefore do not sustain these rejections.

Rej ections of claim9
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Bol t on di scl oses a process wherein a reaction product
cont ai ni ng nmet hyl ene di phenylam ne is prepared by reacting
ani | ine and formal dehyde in the presence of an acid catal yst
(col. 2, lines 6-9). The acid is partially neutralized at the
condensati on stage, which is the stage at which the aniline
and fornal dehyde react in the presence of the acid (col. 2,
lines 13-15, 38-43 and 66). This stage takes place before the
di gestion stage, which is the stage at which the internediate
am nobenzyl am nes rearrange to formthe reaction product
cont ai ni ng net hyl ene di phenyl am ne and pol ynet hyl ene
pol yphenyl (col. 2, lines 44-50 and 66-68). Thus, Bolton’s
process differs fromthat of appellants in that Bolton's
partial neutralization takes place during the condensation
stage whereas appellants’ partial neutralization takes pl ace
during the digestion stage.

Appel | ants argue that because they partially neutralize
their catalyst during the digestion stage rather than the
condensati on stage, the rearrangenent of the internedi ates of
net hyl ene di phenyl am ne does not proceed in the same nanner as
in Bolton’s process and that, therefore, appellants’ product
is not the sane as that of Bolton (brief, pages 7-8).
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Appel I ants argue that Bolton’s renoval of catalyst prior to
di gestion reduces the potential for rearrangenent of the
condensation reaction m xture to form unwanted conpounds, and
that Bolton teaches that reducing the acid |l evel during the
condensati on stage has a significant effect on the | evel of

inmpurities in the product (brief, page 7).

Appel | ants, however, state that even though appellants do
not perform Bolton’s condensati on stage partia
neutralization, to which Bolton attributes the |ow | evel of
impurities of his product, appellants’ product has inpurity
| evel s which are conparable to those of Bolton’s product
(brief, pages 4, 6 and 8). Thus, appellants acknow edge t hat
their product is substantially the sane as that of Bolton.

The patentability of a product nmade by a recited process,
as in appellants’ claim9, is determ ned based on the product

itself, not on the nmethod of making it. See In re Thorpe, 777

F.2d 695, 697, 227 USPQ 964, 966 (Fed. G r. 1985) (“If the
product in a product-by-process claimis the sane as or
obvious froma product of the prior art, the claimis
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unpat ent abl e even though the prior art product was made by a
different process.”). \Wether a rejection is under 35 U S. C
8§ 102 or § 103, when appellants’ product and that of the prior
art appear to be identical or substantially identical, the
burden shifts to appellants to provide evidence that the prior
art product does not necessarily or inherently possess the
relied-upon characteristics of appellants’ clainmed product.
See In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA
1980); In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34
(CCPA 1977); In re Fessmann, 489 F.2d 742, 745, 180 USPQ 324,
326 (CCPA 1974). The reason is that the Patent and Trademark
Ofice is not able to manufacture and conpare products. See
Best, 562 F.2d at 1255, 195 USPQ at 434; In re Brown, 459 F.2d
531, 535, 173 USPQ 685, 688 (CCPA 1972).

Because, as acknow edged by appellants, Bolton's
di scl osed and clained (claim9) product is substantially the
sane as that of appellants, and because appell ants have not
carried their burden of providing evidence which establishes
that their clained product is patentable over that of Bolton,

we affirmthe obviousness-type double patenting rejection of



Appeal No. 96-2425
Application 08/ 094, 933

appel lants’ claim9 and the rejection of that claimunder 35
US C 8§ 102(e) as being anticipated by Bolton. Because
anticipation is the epitone of obviousness, see In re Skoner,
517 F.2d 947, 950, 186 USPQ 80, 83 (CCPA 1975); In re Pearson,
494 F.2d 1399, 1402, 181 USPQ 641, 644 (CCPA 1974), we affirm
the rejection of appellants’ claim9 under 35 U. S.C. § 103
over Bol ton.
Rej ections of clains 1-8

The exam ner argues that appellants’ partia
neutralization during digestion enconpasses partia
neutralization at the very begi nning of digestion which, the
exam ner states, “is obviously the sane as Bolton” (answer,
page 4). This argunent is not consistent with Bolton's
di scl osure. Bolton states that “[i]t is a distinct feature of
the invention that the acid level of the reaction m xture is
mai ntained at a |ow | evel at the end of the condensation
stage” (col. 3, lines 27-29) and that “[i]t is a distinct
feature of the invention that the acid |evel is reduced before
the reaction mxture is digested” (col. 3, lines 58-60).

These excerpts clearly indicate that Bolton's partia
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neutralization takes place before, not during, the digestion
stage. As pointed out by appellants (reply brief, page 3),
“before” is not “during”, and the exam ner has not expl ai ned
why one of ordinary skill in the art would have nodified
Bolton’s process such that the partial neutralization takes
pl ace during the digestion stage.

Accordi ngly, we conclude that the exam ner has not
carried his burden of establishing a prima facie case of
obvi ousness of the process recited in any of appellants’
claims 1-8. Hence, we do not sustain the rejection of these
clainms under 35 U S.C. 8 103. Simlarly, because exam ner has
not expl ai ned why the partial neutralization recited in
Bolton's clains at the condensation stage would have fairly
suggested, to one of ordinary skill in the art, partia

neutralization during the

di gestion stage, we do not sustain the obviousness-type doubl e
patenting rejection of appellants’ clainms 1-8.

DECI SI ON

The rejections of clains 1-8 under the judicially created
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doctrine of obvi ousness-type double patenting over clains 1-9
of Bolton and under 35 U.S.C. 8§ 103 over Bolton are reversed.
The rejections of claim9 under the judicially created
doctrine of obviousness-type double patenting, under 35 U S. C
8§ 102(e) as anticipated by Bolton, and under 35 U.S.C. § 103
as obvious over Bolton, are affirnmed.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
|
JOAN ELLI'S ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
TERRY J. OVENS )
Adm ni strative Patent Judge )
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